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Claim Objections 

S Claim 14 is objected to because of the foHowing informalities: "an polyester* should be«a 
polyester in line 1 of claim 14. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification sha.. contain a wntten descnption °^ 

making and using it, in such ,M dear J^J^SS " make and use the same and sha.. 
£t^K^ 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

/ Claim 12 is rejected under 35 U.S.C. 112, first paragraph, as containing subject matter 
which was no. described in the station in such a way as to enabie one sKilled in the art to 
which i, pertains, or with which i, is most needy connected, to maKe and/or use the invention. 

„ appears that claim 12 is claiming a single means (i.e., a developing mechanism: note 
section 112, second paragraph rejecnon of this claim below). A single means is subject to an 
undue breadth rejection per ,„ re Hyatt. 218 USPQ 195, because .he specification discloses 
only .hose means Known to the inventor yet .he claim covers every concede means for 
performing the stated function. See MPEP 2164.08(a). 
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Claims 21 and 22 are rejected under 35 U.S.C.112, first paragraph, as containing 
subject matter which was no. described in the specification insuch a way as to reasonabiy 
convey ,o one skilled in the relevant ad that the inventory at the time the application was filed, 
had possession of the claimed invention. 

New claim 21 states that the alcohol component contains more than 90 mole % of the 
bispheno,-A-a,Mene oxideadditive. The specification as filed fails to disclose .his range of 
percentages for .his component Specification page 15. lines 9-1 3 slates that this component 
can be used in an amoun. of 80 mole % or more, preferably 90 mole % or 95 mole %. This 
does no. provide basis to exclude 90 mole % bu, to include all Cher percentages above 90 mole 
%. There appears to be no other basis for .he current claim language in .he specification. 

New claim 22 specffies a collecting step using aKgh efficiency particulate air fifier. The 
Examiner was unable to find basis for this limitation in the specification. HEPA filters are 
disclosed (p. 1 1 , 1. 7-16). but there is no apparent description of this abbreviation meaning the 
same as the claim language. If basis is present applicants are asKed to refer the Examiner to 
the appropriate page and line. 

Cairns 12, 13, 16, 17, and 19 are rejected under 35 U.S.C.112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

-''Claim 12 is indefinite because it is unclear what the developing mechanism is. It is 
unclear if this is a single means or a combination of means that perform the recited function. 

/claim 13 is indefinite because there is no antecedent basis fart, component having a 
molecular weight of 500 or less". The claim is also indefinite because thetatitf o. the component 
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is defined as an amount in parts by weight. A ratio is a comparison of two values not an 
amount. Clarification of the claim is suggested. 

^laim 16 is indefinite because"* is undefined. See original claim 5 for a suitable 

definition to add to claim 16. 

^6aim 17 is indefinite because it is unclear If the polypropylene* molecular weight is 
based on number-average, weight-average, viscosity-average, or some other basis. The same 
polymer can and usually does have different molecular weights when measured for different 

b3S6S. 

reclaim 19 is indefinite because there is no antecedent basis forbid 500 to 1000 weight 
component. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

States. 

(e) the invention was described in- 

,1, an application for patent, published unde, se** 18M. ^SSXSS^SS 
States before the invention by the g^SSS Ms ^Section of a national 

under the treaty defined in aeeaonj 351(a) sha II ^^; e , ^ r S n al application designating the United 
SS^WsTaS in the EngTsh .anguage; or 

<2>apa.en, granted on anap^^^^ 
EttVXttVS&^ltt o?an international applied «,ed undo, 
the treaty defined in section 351(a). 
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Claim 1 1 is rejected under 35 U.S.C. 102(e) as being anticpated by Hirao et a/, in US 
Patent 6,175,715. 

Hirao discloses an image forming apparatus that oontains an image forming unit as an 
exposure LED 216 with ohargers 215 that form an eieotrostatic image on the photosensitive 
drum 211 The eteo.ros.atio image is developed by deve.oping uni. 219 and ted a. fixing 
stato n 410 b, flash fusing ligh, 412 Near ,he fusing station is a blower 8 that collect smoke, 
odor, and high molecular weigh, organio substances in filter 82. See column 14, line 36, 

through column 17, line 8. 

Applicants are advised that .he toner does no, provide a patentable limitation to me 
apparatus because an apparatus is denned by its structure no. .he ma.ehals acted upon by .he 
apparatus. Because the toner is consumed in the development process it is seen as the 
materia, worked upon by .he apparatus. * recitation with respect to the materia, intended .0 be 
worked upon by a claimed apparatus does no. impose any structural limitations upon .he 
claimed apparatus which differen.ia.es i. from a prior ad apparatus satisfying .he s,ruCural 
Nations of that claimed." Ex parte Masham (BdPatAppSln.) 2 USPQ2d 1647. 

/ Claim 12 is .elected under 35 U.S.C. 102(b) as being anticipated by Ohno ef a/, in US 

Patent 5,840,450 or EP 001 046. 

Ohno discloses in Figure 13 a developing appara.ua having a developing mechanism 
301 containing a developing sleeve 308 .ha. transports .oner 313. The .oner contains a 
polyester binder resin and a ooloran. as seen in Examples 4-6. which produce toners IV-VI (see 
Tables 2 and 3, cols. 37-38). The polyesters contain between 6.2 and 6.5 % of a resin 
component having a molecular weight of less than 1000. 
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The EP '046 EP document exemplifies a developing apparatus (Fig. 2) that contains a 
toner comprising a binder resin and a carbon black colorant in Example 1 (pp. 27-28). The 
toner is mixed with 50 ,m diameter toner to form a two-component developer. Analysis of the 
toner shows a THF soluble component from the resin having molecular weights of 1 000 or less 
in an amount of 1 .0% based on the weight of the toner. Note the other toners having low levels 
of components with a molecular weight of 1000 or less in Tables 1 , 8 and 15 (pp. 30, 41 , 56, 
and 57). The toner develops the image formed on a photoreceptor drum by developing 
mechanisms 4 (pp. 21-23). Also note the structure in Figure 8. 

Claim Rejections ■ 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Claims 9, 13, 19. and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 7-244400 in view of Handbook of Imaging Materials to Diamond, pp. 160-162, and 
further in view of Electrophotography to Schaffert. pp. 55-57. 

The Japanese document, as seen in the Abstract, discloses a color toner a colorant a 
vinyl resin. The toner has less than 3 weight percent of components with a molecular weight 
less than or equal to 1000. The toner is excellent in fixing characteristics such as image density 
and fog and does not cause toner scattering. The Japanese document does not disclose the 
specific process steps for using the toner in the Abstract. 
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Diamond discusses the conventional process steps of using a toner to form a visible 
image. These steps include charging, exposure, development, transfer, fusing, and cleaning (p. 
160). Fusing is specifically discussed on page 161 as being conventionally conducted by fusing 
with a radiant heat from a lamp (i.e., flash fusing). 

Schaffert discloses fixing of toner particles through the use of a high intensity flash 
fusing process (p. 56). The text discusses research in the area of flash fusing. One method in 
the art is known to permit flash fusing the toner without appreciable heating of background 
areas by selecting a specific wavelength of exposure. Fusing of scattered toner particles (e.g., 

fog) was avoided by this process. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the toner of the JP reference in an imaging process that includes a 
flash fusing step because the JP reference seeks to form toner images with its toner by an 
electrostatic process and the supporting art shows that electrostatic processes are well known 
in the art for the formation of images. Further the primary reference is specifically concerned 
with avoiding toner scattering and Schaffert teaches that flash fusing is known in the art to avoid 
fusing of scattered toner particles to paper. The references are clearly concerned with similar 
issues, which motivate the combination of flash fusing in an imaging process with the toner of 
the JP reference. 

The reference also does not disclose collection of a sublimate from the toner during 
fusing, but the instant specification teaches the sublimate collection by a filter is conventional 
during flash fusing processes (spec. p. 3, 1. 15-27). This specification disclosure is seen as a 
discussion of the prior art. It would have been obvious for the artisan to collect the sublimate 
from the applied prior arts toner during flash fusing because this is taught by the specification as 
a conventional. 
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Cairns 9. 13, 18, 19. and 22 are .ejected under 35 U.S.C. 103(a) as being unpa«en,ab,e 
over JP 10-198068 in view of Handbook Caging Materia* to Diamond, pp. 160-162, and 
further in view of Electrophotography to Schaffert, pp. 65-67. 

This Japanese document, as seen in .he Abstract, discloses a color loner a colorant a 
vinyl resin. The loner has less than 10 weigh, percent of THF soluble components with a 
molecular weigh, less than or egua, ,= 1000. Carder 4 in the table on page 26 discloses a 
carrier for use with the toner having a size o, 30.0pm. The inventive two-componen, developer 
seeks to reduce fog in its imaging process. The JP reference does no. disclose using ,he 
developer in a flash fusing imaging process. 

Diamond and Schaffert are relied upon for their disclosures as described in the rejection 
above. Statically me references .each the use of flash fusing in elec.rosta.ic imaging 
processes and the advantages of this fusing technique. 

„ would have been obvious to one having ordinary skill in .he art a, the time the 
invention was made «o use the .oner of .he JP reference in an imaging process that includes a 
flash fusing step because the JP reference seeks to form toner images with its loner by an 
elec.ros.atic process and .he supporting art shows .ha. electronic processes are we,, known 
in ,he art for the formation of images. Further the prima,* reference is specifically concerned 

scattered .oner particles to paper. The references are concerned with similar issues, which 
moflvate the combination of flash fusing in an imaging process w«h the loner of .he JP 
reference. The artisan would have found it obvious to minimize the amoun, of the component 
naving a molecular weigh, a, or below 1000 because the reference .eaches tha, the amoun, 
should be a. or below 10 weigh, percent This would have suggested to ,he artisan tha, the 
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amount o, .he cornea, should be minimized a, allmoiecular weights throughout the disctoed 
molecular weight range (see instant claim 13). 

The reference also does no, disclose collection o, a sublimate from the toner during 
fus i„g bu, the instant speciflcation teaches the sublimate collection by a fitter is conventional 
during flash fusing processes (spec. p. 3. 1. 15-27). This specimen disclosure is seen as a 

from the apptied prior arts loner during flash fusing because this is faugh, b, the spe*a«ion as 
a conventional. 

Claims 9 . 13. 18. 19. and 22 are rejected under 35 U.S.C. 103(a) as being unpatentabie 
over EP 901 046 in view of Handbook of Imaging ***** Diamond, pp. 160-162, and 
further in view of Electrophotography to Schaffert, pp. 56-57. 

As discussed above, this EP document exemplifies a toner comprising a binder res,n 
and a carbon black colorant in Example 1 (PP. 27-28). The toner is mixed with 50 pm diameter 
t0 „er to form a two-componen, developer. Analysis of ,he toner shows a THF soluble 
component from .he resin having molecular weights o, 1000 or ,ess in an amoun. o, 1 .0% based 
on .he weight of the loner. Note the other .oners having low levels of components with a 
molecular weigh, of 1000 or less in Tables 1, 8 and 15 (pp. 30. 41, 56, and 57). The EP 
reference does no. disclose using .he developer in a flash fusing imaging process, bu. does 
disclose heat fixing of the toner images (p. 2, 1. 1 0). 

Diamond and Schaffert are relied upon for their disclosures as described in the rejection 
above. Specifically the references .each the use o.flash fusing in electrostatic imaging 
processes and .he advantages of this fusing technique. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the toner of the EP reference in an imaging process that includes a 
flash fusing step because the EP reference seeks to form toner images with its toner by an 
electrostatic process and the supporting art shows that electrostatic processes are we., known 

in the art for the formation of images. 

The reference also dees net disclose celleetien of a sublimate from the toner during 
fusing, bu, the instant specification teaches the sublimate collection by a filter is conventional 
during fiash fusing processes (spec. p. 3, 1. 16-27). This specification disclosure is seen as a 
discussion of the prior art. I. would have been obvious for the artisan to collect the sublimate 
from the applied prior arts toner during fiash fusing because this is taught by the spedfication as 
a conventional. 

Claims 9 . 13-15, and 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohne et a/, in US Patent 5,840.450 in view of Handbook of Imaging Materia/sto Diamond, 
pp. 160-162. and further in view of Electrophotography to Schaffert, pp. 5557. 

Ohno discloses a toner containing a polyester binder resin and a colorant as seen in 
Examples 4-6, which produce toners ,V-V, (see Tables 2 and 3, cols. 37-38). The poiyesters 
contain between 6.2 and 6.5 % of a resin component having a molecular weight of less than 
1000 The polyester resin is product from a ethylene and/or propylene oxide bisphenol A 
adduct given by the formula (1) (col. 12, 1. 47-67; oo,. 34, 1. 18-35). The reference discloses the 
value of x and y in the formula (1, as being at leas, 1; the valueT being disclosed with sufficient 
specificity as to place the value within the artisarfs possession. Additionally, terephthalic acid is 
used as a polyester reactan. in Example 2 along with the bisphenol adducts as the only alcohol 



Page 1 1 

Application/Control Number: 10/084,327 
Art Unit: 1756 

reactants. Also note Toners Ml. which disclose resins other than polyesters having 5.2 to 6.6 % 

of resin component below 1000 molecular weight. 

The reference does not specify the percentage of components having a molecular 

weight of 500 or less, but the reference does disclose that for the entire range of components 

having a mo.ecu.ar weight of 1 000 or .ess, the amount is very small: 5.2 to 6.6 %. Given the 
small amount of components over the molecular weight range up to 1000 and the use of higher 
molecular weight components to produce the polyester (e.g., the bisphenol adducts), it is 
reasonable to expect that less than 4 parts of the toner would be components having a 

molecular weight below 500. 

Image formation is disclosed for the toner with a heated fixing device (col. 38. 1. 8-64). 
Ohno does not disc.ose using the developer in a flash fusing imaging process, but does disclose 

heat fixing of the toner images. 

Diamond and Schaffert are relied upon for their disclosures as described in the rejection 
above. Specifically the references teach the use of flash fusing in electrostatic imaging 
processes and the advantages of this fusing technique. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the toner of Ohno in an imaging process that includes a flash fusing 
step because the Ohno seeks to form toner images with its toner by an electrostatic process 
and the supporting art shows that electrostatic processes are well known in the art for the 
formation of images. Additionally, flash fusing permits the artisan to obtain a quick fusing with 
minimal fusing of scattered toner and eliminate offset concerns expressed by Ohno (col. 2, 1. 5- 
15). An advantage is to be gained by the noted process using Ohno's toners. 

The reference also does not disclose collection of a sublimate from the toner during 
fusing, but the instant specification teaches the sublimate collection by a filter is conventional 



Page 12 

Application/Control Number: 10/084,327 
Art Unit: 1756 

during flash fusing processes (spec. p. 3. ,. 15-27). This speciflcation disclosure is seen as a 
discussion of the prior art. It would have been obvious for the artisan to collect the sublimate 
from the applied prior arts toner during flash fusing because this is taught by the specification as 
a conventional. 

Claims 9, 13. 18. 19. and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ayaki ef a/, in US Patent 5.985.502 in view of Handbook of Imaging Materials* Diamond, 
pp. 160-162, and further in view of Electrophotography to Schaffert, pp. 5557. 

Ayaki discloses a toner having a binder resin and a colorant. The toner is treated with 
methanol to obtain a THF-so,ub.e component having 0.5 % by weight of a component wth 
molecular weight between 200 and 1000 (col. 14). The toner is combined with a 35pm 
diameter carrier. Note the other Examples are they are similarly applicable to the claims and 
Table 1. Ayaki is specifically concerned with toner scattering (col. 6.I. 3). 

Ayaski does not disclose using the developer in a flash fusing imaging process, but does 

disclose heat fixing of the toner images. 

Diamond and Schaffert are relied upon for their disclosures as described in the rejection 
above. Specifically the references teach the use of flash fusing in electrostatic imaging 
processes and the advantages of this fusing technique. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the toner of Ayaki in an imagng process .ha. includes a flash fusing 
step because .he Ayakt seeks to form toner images wi.h its toner by an elec.ros.a1io process 
and the supporting art shows that electrostatic processes are well known in the art for the 
formaton of images. Additionally, flash fusing permits .he artisan to obtain a quick fusing with 
minimal fusing of scattered toner. As the references have common concerns (i.e., toner 
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scattering) the artisan would expect an advantage by a flash fusing process using Ayakfs 
toners. 

The reference also does not disclose collection of a sublimate from the toner during 
fusing, but the instant specification teaches the sublimate collection by a filter Is conventional 
during flash fusing processes (spec p. 3, 1. 15-27). This specification disclosure is seen as a 
discussion o, .he prior art. .. would have been obvious for the artisan to collect the sublimate 
from the applied prior arts toner during flash fusing because this is taught by the specification as 
a conventional. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 7-244400 in 
view of Handbook of (magfng MMHk Diamond, pp. 160-162, and further in view of 
Becfrophotography.o Schaffert, pp. 55-57 as applied to claims 9, 13, and 15 above, and still 
further in view of Inaba ef a/, in US Patent 5,741,617. 

The JP reference. Diamond, and Schaffert were described above. The JP reference is 
specifically concerned with providing excellent fixing characteristics and an excellent color 
image while reducing fog and scattering. The reference, as seen in the Abstract, does no, 

disclose the wax of the instant claim. 

inaba discloses a wax composRion containing ester waxes such as Ester Compound No. 
4 (col. 8, as a toner additive. This wax falls within the scope of the wax general formula A in 
column 6. The wax composition aids in producing ,ow-tempe ra ture fixing, anti-offset properties, 
and good transparency for color images (col. 4, 1. 29-41). Trie wax composition is used in an 
amount of from 1 to 40 parts by weigh,, preferably 2 ,o 30 parts by weigh, (col. 10, 1. 39-55). 
Example 1 produces a loner having 60 parts by weigh, o, a wax based on 286 ,o,a, parts o, 
components. This wax has 74 wt. % of the ester wax component. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the exemplified ester wax of Inaba in the invention of the JP 
reference because the JP reference desires components that will give excellent fixing and 
excellent color images. These features are provided by the wax composition of Inaba. The 
artisan would have been expected to optimize the amount of ester wax in the toner based on 
the guidance provided in the reference to obtain the results discussed. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 7-244400 in 
view of Handbook of Imaging Materials* Diamond, pp. 160-162, and further in view of 
Electropnotograpny to Schaffert, pp. 55-57, as applied to claims 9, 13, and 19 above, and still 
further in view of Fukuzawa et al. in US Patent 6,052,940. 

The JP reference, Diamond, and Schaffert were described above. The JP reference is 
specifically concerned with providing excellent fixing characteristics and an excellent color 
image while reducing fog and scattering. The reference, as seen in the Abstract, does not 

disclose the wax of the instant claim. 

Fukuzawa discloses a polyolefin wax having a number average molecular weight of from 
1000 to 15000 and a weight-average molecular weight of from 1000 to 30,000 (col. 2, 1. 7-18) as 
a toner additive. Propylene homopo.ymers are specifically disclosed as useful polyolefin waxes 
(col. 3, 1. 3-8). The wax aids in producing excellent fixing, anti-offset properties, anti-spent toner 
properties and sharp, high quality images (Abstract; col. 1, 1. 26-63). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the exemplified ester wax of Fukuzawa in the invention of the JP 
reference because the JP reference desires components that will give excellent fixing 
properties. These features are provided by Fukuzawa's wax. 
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Double Patenting 



rcsss^ sr • 114 usPQ (CCPA 1957> ' 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling ofaSlg the conflicting claims so they are no longer coextensive in , scope. The 
SSoTU .terminal disclaimer cannot overcome a double patenting reject.on based upon 35 
U.S.C. 101. 



S Claims 9, 11, and 12 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 9, 1 1 , and 12 of copending Application No. 09/617748. This is 
a provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
Grounded rpubl ?policy (a policy reflected in the statute) so as to prevent the unjustified or 
e P xtension P of the "right to exclude" granted by a patent t and to prevent 

possible harassment by multiple assignees. g r 1QB5);fr> 

i iqP02d 2010 (Fed Cir. 1993); h re Longi, 759 F.2d 887, 22b Ubru owirw. ^» >< 
Sml 686F.2d937^ 

USPQ 619 (CCPA 1970);and, In re Thonngton, 418 F.2d 528 163 US ^6" <^AJW 
A timelv filed terminal disclaimer in compliance with 37 CFR 1.321(c) may t>e usea io 
overcome aTactua? or provisional rejection based on a nonstatutory double patenting ground 
provTded the 'conflicting application or patent is shown to be commonly owned with th.s 

■"T^SS ;- 1 1 3 99 ( 4 b) a registered attorney or ^«<~*^ * M 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

J Claims 13-22 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1, 3-6, 9, and 13-16 of 
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copending Application No. 09/617748. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the artisan would have found it obvious to use 
the toner of the copending claims in the process of the copending claims. The claimed toner 
falls within the scope of the toner in the process thus suggesting that the materials are usable 
together 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The cited art is directed to polyester-containing toners used in flash fusing 
processes. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher D RoDee whose telephone number is 703 308-2465. The 
examiner can normally be reached on most weekdays from 6 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 703 308-2464. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703 872-9310 for regular 
communications and 703 872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-0661 . 



CHRISTOPHER RODEE 

* , ™ onno PRIMARY EXAMINER 

Apnl 30, 2002 



